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np Jenena REPAHUR ITEPUIINR
npodecop, BULIN HAYYHU CApagHUK Ha JIHCTUTYTY 3a yHOpesHO mpaBo

EBONYIUNJA CYOCKE ITPAKCE VY IIOIJIEQY
TYMAYEIbA CTAHIOAPIOA ITOCPEIHE
OATOBOPHOCTMU VY JKXUTOBHOM IIPABY CAJL

Cakerak

Iocpegna ogiosoprociti ce, upema OUMTIUM UPABUNUMA O 0GI0BOPHO-
Cltiu, 3acHUBA HA UUIAY CABECHOCULU, OJHOCHO HA Uuilidrmy ga niu je io-
CpegHUK 3HAO UM MOPAO ga 3Ha ga ce Uyiilem rwelose ycnyie iospehyje ipaso.
Ciangapg 3a ymmephusarwe iiocpegre ogiosopHocitiu y suiosHom tpasy CAJ]
je pesynitiaiti cygcke tipaxce. Y pagy he 6uitiu iipegciiiasmena esonyyuja cyg-
cke Gipaxce y Woinegy mymaderva ciiangapga iiocpegre ogiogoprocitiu. Osaj
ciuangapg upeu iyii je yciianosuo Bpxosnu cyg CAJl ocamgeceitiux iogu-
Ha XX eexa y upegmeiniy Inwood Laboratories Inc. v. Ives Laboratories Inc., u
o y toinegy ogiosopHociiiu tpouzsohaua u gucitipubyitiepa. Y geuenujama
Koje cy ycneguse, cygcka Upaxca je céojum KpeaiiusHum iymaverouma upo-
wupusana oiicel ipumere 0601 ciiangapga, Hajiipe Ha otiepaitiepe ocpegHuY-
KUux Wpjcuiinia, a kacHuje u Ha oMsajH upyxcaoue ycayia. Paseoj guiuitianwe
imiexHonoluje iwakohe je ymuyao Ha ilio ga cygcka upakca upunaiohasa citian-
gapg tiocpegHe 0gio8OPHOCULU HOBOHACULATIUM OKOIHOCTUUMA Y GUIUTHATTHOM
okpyxcewy. Vaxo ce, Ha Upeu toineg, HuHu ga ce UPBOOUTHHO UOCITLABLEHU

* EnextpoHcka afipeca ayTopa: j.ceranic@iup.rs.
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YCI08U HUCY MHOIO TPOMEHUNIU, AHANIU3A CYgCKe Tipaxce yKa3yje ga ux amepu-
KU Cygosu HUcy mymadunu ,okamereHo“ u ga cy ogpehene ipecyge goupute-
e ,na6asmwery” CHPOIUX Y064 HOCpegHe 0gI0B0PHOCIIU 3a Tl0Bpegy Hula.
Hajsnauajnuje apecyge y tiom Konitiekciily cy ote y upegmeitiuma: Hard Rock
Café Licensing v. Concession Services, Inc., Tiffany Inc. v. eBay Inc. u Rosetta
Stone Ltd. v. Google Inc. IIpecyga y nipegmeitiy 1-800 Contacts, Inc. v. Lens.
com, Inc. ceegouu o jacHom olipegemvervy amepuukux cygosa 3a Prexcubunruje
wymaerse citiangapga iocpegre 0gio8opHOCHIU y KOHIUEKCILY OHAAJH UPYxHca-
naya ycuyia.

Kmyune peuu: Citiangapg iiocpegue ogiosoprociiu. — Cygcka upaxca. -
IIpaso CALL. - Ilospega suia. - Ounaju apyxanay ycnyia.

I YBogHe HamoMeHe

Y mpaBy Cjepumennx Amepmdkux [Ip>kaBa M3pa3 CeKyHIAapHa Ofi-
roBopHOCT (eHT. secondary liability) mpepcraB/ba T3B. ,KUIIOOpaH TEPMUH"
(eHr. umbrella term) Koju ce OFHOCYU Ha pasINYNUTe BPCTe TYXXOU 3a MOBpe-
my >xuroM samruheHe osHake, nofgpasyMeBajyhu fja cylTiHa JIeXXn y ToMe
7la HUje OITOBOPAH CaMO OHAj KOjy je KOPYMCTHO YXUIOM 3alITuheHy O3HaKy
TYXMoLA. Y ClIy4yajeBUMa CeKyHAapHe (IIOCpefiHe, MHANPEKTHE) OATOBOPHO-
CTHU, TYXXEHU je OfTOBOpaH 3a IOBpefie O KOjuX je AOMUIO 300r Tora IITO
je Tpeha crpana KopyucTnia xurom samrrheHy o3Haky Tyxumona. Turymap
XKUTa CTPaTelIKN pajyje IOFHOCH TY>XOy 3a CeKyHIApHY OATOBOPHOCT yMe-
cTo fma TyxXu Tpehy cTpaHy 3a JUpPEKTHO/HENOCPESHO HAaHOLIEHE MOBpefe.
[TopHoueme TyX6e 3a CeKyHIapHY OATOBOPHOCT yTu4e Ha e(pUKACHOCT
nporieca, jep oMoryhasa TUTy/Iapy >Kurom samruheHne o3Hake fia ce y jeTHOM
HOCTYIIKY 3aIUTUTY Off CTpaHe 4Mje MOoHalIambe oMoryhaBa 1CTOBpeMeHO BH-
lIecTpyKe IUpeKTHe/HemocpeHe ToBpene. YTBphusame cekyHmapHe ofi-
TOBOPHOCTH Ce, IIpeMa OIIITYM IpaBWINMa O OATOBOPHOCTM, 3aCHMBA Ha
IITakby CABECHOCTH, OTHOCHO Ha IIUTAabY fia JIM je IIOCPEHNUK 3HAO0 VTN MO-
pao Ia 3Ha fia ce ITyTeM beroBe yCayre nospehyje mpaso.

CexyHJapHa OfrOBOPHOCT MOXKe OMTHM 3acHOBaHa Ha ydemrhy (eHr.
contributory liability) wnu Ha ogHocy (eHr. vicarious liability). Ilpema Tome,
TMOCTOje /IBa HAYMHA, Tj. IBA TYTa /Ia Ce JOKaKe CEKYHJapPHA OfITOBOPHOCT.

1 Graeme B. Dinwoodie, ,Secondary Liability for Online Trademark Infringement: The
International Landscape®, Columbia Journal of Law ¢ the Arts, Vol. 37, Nr. 4/2014, 463.

2 Kurt M. Saunders, Gerlinde Berger-Walliser, ,The Liability of Online Markets for
Counterfeit Goods: A Comparative Analysis of Secondary Trademark Infringement in
the United States and Europe®, Northwestern Journal of International Law & Business, Vol.
32, Nr. 37/2011, 41.
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OpnroBopHOCT 3acHOBaHa Ha ydemhy IoumBa Ha TOMe IITO je CEKyH/IapHO
TY>K€HM NPOY3POKOBAO IOBpeNy MPpMMapHOr MOYMHMOLA WIN jOj je HOIpU-
Heo, WIM je HMOBpefy IPYMApHOT IIOYMHMOLA ONaKurao (eHr. contributory
liability). OBaj T Ty>k6e 6asupa ce Ha HUBOY 3Hama TYXXEHOT y Be3M ca
HIOBPENIOM 1 Ha MePU Y KOjOj je Ty>K€HM aKTUBHO JJOIPMHEO HAHOIIEHY IO-
Bpefie Koja MOXKe OUTH IIpeMeT Ty>K6e 3a AUPEKTHY, Tj. IPUMapHY OfTOBOP-
HOCT.> AJITepPHATMBHO, CeKYHJApHA OATOBOPHOCT (TIOCPEMHA/MHIMPEKTHA
OZIFOBOPHOCT) MOXKe Ce II0jaBUTM OHJla KaJa TY>XeHM MMa KOPMCTU Off IO-
Bpefie 11 y IOBOJBHO je O/IMCKOj Be3y ca IPYMApHUM YYMHUoNeM fia he ux 3a-
KOH TPEeTUPATI K0 jefHOT UCTOT, YeCTO 3aTO IITO je OZHOC JOBOJ/BHO O/MM3aK
7la je IOCPeIHUK MOTa0 Jla CIIpeyy IPMMapHIU He3aKOHNUTY aKT MoBpefie (eHT.
vicarious liability).*

CymTnHa cexyHpapHe (IOCpenHe/MHAMPEKTHE) OATOBOPHOCTH, Kao
IITO Ce BUJY M Y jeJHOM M Y JPYTOM KOHIIENTY, JIEXXM y TOME Jla Ce TyXKe-
HU CMaTpa OATOBOPHMUM 3a IIOBpely KOjy je IPOY3pOKOBAJO IOTPEIIHO
noHamame Tpehe cTpane. [IpemMa ToMe, OITOBOPHOCT je lepMBATHBHA.

VIHTepecaHTHO je fa, yIIPKOC JiepMBaTUBHOj IPUPOJY CeKyHIapHe Off-
rOBOPHOCTH, HHje YBEK HEOIIXOJHO fla Ce OoKaKe IpuMapHa nospepa. Jaxo
jé CBaKa CeKyHJapHa OJTOBOPHOCT Yy HEKOM CMMCITY JlepMBaTUBHA U3 IPU-
MapHe OJTrOBOPHOCTH, CIMKAa IIOCTaje JOHEeK/Ne KOMIUIMKOBaHMja Kajja ce
y3Me y 003up fia CeKyHJapHa OfffOBOPHOCT 3aIIPaBO YOIIIITe He MMIUIMIVPA
HaBohemwe HUTK yTBphUBame Heuuje IpUMapHe OATOBOPHOCTM; IpYKajaly
ycoIyre Mo)ke OMTM CaM O3HaueH Kao HOCMJIALl OITOBOPHOCTM, a OOUYHO 1
jecTe OfTOBOpPAH y MHTEPHET CIIOPY y KOME je l'IpI/IMaGPHI/I MOYMHMIAL, YECTO
aHOHMMaH, MHCO/IBEHTAH WIN BaH [OMalllaja 3aKOHa.

TepMyHM ceKyHJjapHa, IOCpefHa ¥ MHJMPEKTHA OJATOBOPHOCT CMa-
Tpajy ce CMHOHMMMMA. YMHM ce [a je TEpMIUH IIOCPENHA OLTOBOPHOCT Haj-
BUIIIE y IyXy CPIICKOT je3MKa, Te he oH mpeBacxomno 6uty xopuiheH y papy.

Cranpapp, 3a yrBphuBame nocpense onropopHoctu y npasy CAJL je
pesynTar cyjncke mpakce. Y papgy he 6uty npepcrap/beHa eBOIyLuja CyAcKe
IpaKce y MOITIERY TyMaderba yC/IoBa IIocpefHe ofropopHoctu. Crangapy mo-
CpefHe OATOBOPHOCTM YCTaHOBMO je mpBu myT Bpxosum cym CAJl mouet-
KOM OcCaMJieCeTVX TOAMHA IIPOIIIOr BeKa y mpeaMety Inwood Laboratories
Inc. v. Ives Laboratories Inc., ¥ TO y KOHTEKCTY OATOBOPHOCTY IpousBohaya u

3 Graeme B. Dinwoodie, ,,A Comparative Analysis of the Secondary Liability of Online
Service Providers®, Secondary Liability of Internet Service Providers (ed. Graeme B. Din-
woodie), Springer, Cham, 2017, 9.

4  Ibid.

Ibid.
Jaani Riordan, ,Website Blocking Injunctions under United Kingdom and European

Law®, Secondary Liability of Internet Service Providers (ed. Graeme B. Dinwoodie), Sprin-
ger, Cham, 2017, 275-316.
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muctpubyTepa. Y [elleHujama Koje Cy ycleausie, CyficKa Ipakca Gpycmma
je ycnoBe mocpefHe OATOBOPHOCTH, MPOLIMPYjyhu HBUXOB oOICer mpuMe-
He, HajIIpe Ha oleparepe NOCPENHUYKUX TPXKUILITA, a KaCHMje M Ha OHJIAjH
npyxaole ycayra. OcuM Tora, CyjcKa IIpakca je Impuaarohasanma cTaHgapy
HOCpeliHe OfITOBOPHOCTM HOBOHACTA/IMM OKOJTHOCTMMA, IIpe CBera pasBojy
AUTUTaTHEe TexHosoruje. Vako ce, Ha IpBU IOIJIENl, YNHM Ja Ce MPBOOUT-
HO TIOCTaB/b€HM YC/IOBM HMCY MHOTO IPOMEHWJINM, aHa/lu3a CyfcKe Ipakce
yKasyje /ja X OHa HHUje TyMa4miIa ,OKaMemeHo 1 Jja Cy oapehene mpecyne
IOTIpMHETNe ,,/1abaB/beby  CTPOIMX YCIOBa 3a yTBphUBame MmocpegHe Ofro-
BopHOocTu. HajsHavajHuje npecyze Ha ToM IyTy, a Koje he 6uru pasmorpe-
He Y pefloBMMa KOju Crefie, Cy OHe foHeTe y mpepmeruma: Hard Rock Café
Licensing v. Concession Services, Inc., Tiffany Inc. v. eBay Inc. n Rosetta Stone
Ltd. v. Google Inc. HanocneTky he 6utu npepcrapbeHa Impecysia y npeaMery
1-800 Contacts, Inc. v. Lens.com, Inc. Koja CBefOYM O 3a0KpeTy CyZACKe IIpaKce,
y cMucny QrexcubumHmMjer TyMadema CTaHAap/Aa MOCPeHe OffTOBOPHOCTH,
Tj. YC/IOBa 32 YCIIOCTaB/bakbe IOCPefiHe OJTOBOPHOCTM OHJIAjH IIpy»Kazala
YCIyTa, a y CKIaJy ca M3MEHeHMM OKOTHOCTMMA Y IUIUTATHOM OKPYIKembY.

Il YcnocraB/pame cTaHAapAa MOCpefHe OITOBOPHOCTH —
npeamet Inwood Laboratories Inc. v. Ives Laboratories Inc.

Cranpapy 3a ycIocTaB/bambe IOCPEJHE ONrOBOPHOCTM IpPBU YT je
ycraHoBuo BpxosHu cypn Cjegumennx AMmepuukux [pskaBa 1982. rogune y
npenmery Inwood Laboratories Inc. v. Ives Laboratories Inc.” Y oBoM mpemme-
Ty, IpousBohay 1eKoBa, KOju je Ty>KeHa CTPaHa y CIIopy, IIPOfiaBao je aIoTe-
KaMa JIeKOBe KOji U3IJIefiajy Kao reHepuyuku. MehyTnm, Heke off Tux amoTeka
Cy jajbe IpofiaBajle HaBe[eHM JIeK IpefcTaBbajyhu ra kao 6pengupan. Ty-
XWal, Komnanuja Inwood Laboratories Inc., Ty)mWna je mponsBobhada iekoBa
— xomnanujy Ives Laboratories Inc. 3a mocpegHy moBpeny xurom 3amruhene
o3Hake. BpxoBuu cyn CA]l sayseo je cremehm crtas: yKkonuko mpousBobayu
WM IUCTpuOyTep HaMepHO HABOAM HEKOTa Ha MOBpeNy JKNUIA, WM aKo
HACTaB/ba Jja CHabfieBa CBOjUM IIPOM3BOMMA HEKOra 3a KOTa 3Ha WM MMa
OCHOBA JIa 3Ha JIa je YK/bY4YeH y IIOBPeY >KUra, IIpousBohad mim gucTpuby-
Tep MOCPEJHO je OITOBOPAH 3a CBaKy MOBPENY HAHETY IPEBaPOM.

IIpema TOMe, Ha OCHOBY ,,[nwood” TecTa (Ha3BaHOT IIpeMa IpPeAMETY

y KOMe je yCIIOCTaB/beH), II0CTOje [iBe CUTYalyje Kajja ce MOXKe YCTaHOBUTH
IIOCpeJjHa OJTOBOPHOCT:

7 Bpxosuu cyn CAJl, Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 456 U.S. 844
(1982).

8  Ibid.
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1) HamepHO HaBoDeme;
2) HacTaBak CHabjeBama y3 3Hame O HoBpemn.’

Jlo moHouIema MOMeHyTe Ipecyfe, 4a OM ce YCTAaHOBMIA ITOCpPeIHA
OITOBOPHOCT, OM/IO je MOTpeOHO, YCIOBHO pPEYeHO, ,CTBAPHO 3Hame" na
APYTM KOPUCTM IPOM3BOJ y LWby HoBpefe. HakoH mpecyne y mpenMmery
Inwood Laboratories Inc. v. Ives Laboratories Inc., 3a yCIIOCTaB/batbe MOCPeHe
OZITOBOPHOCTM KPUTEPHjyM 3Hama NOfipasyMeBa Jia IIOCPeSHMK 3Ha WIN, T1aK,
caMo 1Ma OCHOBA /Ia 3Ha JIa je YK/by4eH Y IOBpeRy >kura. Tume ce cyrepuiie
7ia je ¥ HEIlITO Mambe Off ,CTBAPHOT 3Hama"“ JOBOJ/BHO JIa Ce YCTAaHOBM ITOCPEfHA
OTOBOPHOCT HOCpefHuKa. IIpemMa ToMe, camMa UMIbeHNIIA [ja HOCPENHUK
MMa OCHOBA [Ia 3HA [ia je YK/bydeH Y IOBpPey JKIUra Mo>Kke O6UTHU HOBO/bHA 32
FeroBY TIOCPE/IHY OfIrOBOPHOCT. '

III Tymadyeme cTaHAAp/a MOCPeTHE OATOBOPHOCTI Of CTPaHe
aMepUYKHUX Cy[I0Ba

HaxoH mTo je ycrocTaB/beH CTaHAAPH IOCpefHe OATOBOPHOCTH (Tj.
HedMHUCAHN YCIOBY 3a YTBphUBame mocpefHe OATOBOPHOCTH) Y MPeAMETY
Inwood Laboratories Inc. v. Ives Laboratories Inc., cyncka mpakca Ipommpuia
jé IEroB OIICer IPUMEHE, HAjIIpe Ha olepaTepe MOCPENHMYKMUX TPXKUIITA, a
KacHUje M Ha OHJIAjH Ipy>Kaolle yCIyra, MHTEPHET MocpefHuKe (IIpe cBera,
CajToBe 3a eIeKTPOHCKY TPTOBMHY U CajTOBE 3a IpeTpakuBame). VIcTo Tako,
PasBoj IUTUTATHE TEXHONOTMj€ YTUILAO jé Ha TO Ja CyACKa IpaKca CBOjUM
KpeaTUBHMM TyMauemwyMa npuaarohasa oBaj cTaHgapy, YCIOCTaB/beH OCaM-
fleceTUX rofjHa IPOLLIOT BeKa, HOBOHACTA/IMM OKOTHOCTUMA Y JUTUTATHOM
OKPY>KebY.

Y TOM KOHTEKCTY, Haj3Ha4YajHUje Ipecyfe Cy oHe y npegmeruma: Hard
Rock Café Licensing v. Concession Services, Inc., Tiffany Inc. v. eBay Inc. n Ro-
setta Stone Ltd. v. Google Inc. [JonprHOC OBMX Ipecyfia y HOITIeAy TyMadermha
CTaHJap/ia IOCPENHE OIFOBOPHOCTH, Tj. CAMUX yC/IOBA 3a YCIIOCTaB/balbe I10-
CpefiHe OATOBOPHOCTH, 61he IpefcTaB/beH Y pefoBUMa KOji CTIefe.

1. IIpeagmet Hard Rock Café Licensing v. Concession Services, Inc.

IToueTkoM meBefeceTux roguHa XX Beka, IpUMMeHa CTaHAAp/a ocpef-
He OJTOBOPHOCTY IIPOIIVPEHA je Ha BJIACHUKe WM OIlepaTepe IOCPETHNYKIX
TpKuiTa (y KOHKpeTHOM CIy4ajy — OyB/pMX nujana) y npenmety Hard Rock

9 G. B. Dinwoodie (2014), 472.

10 Elizabeth Levin, ,A Safe Harbour for Trademark: Reevaluating Secondary Trademark
Liability after Tiffany v. eBay*, Berkeley Technology Law Journal, Vol. 24, Nr. 1/2009, 508.
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Café Licensing v. Concession Services, Inc.!! Ono mo yemy je 3auajua mpecy-
Ia U3 OBOT IIpefMeTa je To WTO je Anemaunonu cyn CAJl ycraHoBMO fa je
»HAMEpPHO 3aTBapambe 04Mjy eKBMBAJIEHTHO ,CTBAPHOM 3HAaWY 1, CAMO II0
cebu, IpencTaB/ba JOBO/bAH OCHOB 33 YTBphUBame MoCpeHe OATOBOPHOCTIL.

IlITo ce Tmue Mepuryma cropa, komnanuja Hard Rock Café Licensing
Corp. pernctposana je >xur Hard Rock 3a obenexxaBame OIeBHMX IIpeMeTa.
Kao tutynap >xura, oBa KOMIIaHuja je ogobpuia ynorpe6y >xurom saurruhexe
osHake Hard Rock oneparepuma pecropana Hard Rock Café. [Jaxre, camo cy
oHM 6uy onanrheHn f1a Mpofiajy Mpou3BOJie KOjy HOCe KUTOM 3amTunheHy
o3Haky Hard Rock. Komnanuja Concession Services Incorporated — CSI, Bna-
CHUK Tpu OyB/be IMjalle, Oje;UHAYHO je IPOfaBIMa M3aBaa IPoCTop 3a
npopajy pobe. Ha camoj nmujanu nmocras/beH je 3HaK fia je 3abpameHa Ipopaja
HeserajHux npomssopa. Kapa je komnanuja Hard Rock Café Licensing Corp.
YTBpAMIA fa ce Ha OYB/bOj MMjally IPOJAjy Majulie ca KpMBOTBOPEHOM XK~
rom samruhenoMm osHakoMm Hard Rock, o Tome je Bumie myta obaBecTmia
xommanujy CSL'? Tlomro kommaruja CSI Huje pearosana, kommnauuja Hard
Rock Café je Tyxuna xomnannjy CSI. ITutame Koje ce HauUIO Ipef CyAOM
je ma mu BIacHMK OyB/be Nujalie, KOjy IMPOAABIMMA Jaje Y 3aKyIl IIPOCTOD,
MO>Ke OMTV OATOBOPAH 3a TO LITO OHY IIPOJIajy KPMBOTBOPEHY poby?

Anenanuonnu cyn CAJl yrpauo je ga xommnanuja CSI cBecHo ,,3aTBa-
pa oun” mpen moBpefama Koje ce morabajy Ha mujanjama Koje Cy Y BEeHOM
BracHUTBY. Cyp je ,,HAMEpPHO 3aTBapame 04Mjy  U3jeHAuNo ca ,CTBAPHUM
3HaWeM " 11 YTBPAMO Jja TO IIPECTaB/ba JOBO/baH OCHOB 32 YCIIOCTAB/batbe Ofi-
ropopHoctu. Cyz je Takobhe KoHcTaToBao ma kommanuja CSI Huje mpenysena
pasyMHe KOpake JIa CIIpeuy WM OTKpMje IOBpeAy XUroM 3amTruheHe o3Hake
Ha IMjanamMa uujn je BaacHuK. [Ipema Mumbemny cyza, fa 6u ce cMaTpano aa
IIOCTOjU ,,HAMEpPHO 3aTBapame O4ljy, 0c06a MOpa CyMmIaTH Ha IOBpefy U
CBOjeBO/bHO MPOMYCTUTH fia je ucTpaxi.“® Jlakne, TyxeHn He Moxe 6uTH
IIOCPEHO OZITOBOPAH 3a 0OMYaH IPOIYCT Y Ipefys3uMamy pasyMHUX Mepa
IPefOCTPOXKHOCTY KaKO O CIIped1io HeIOCpefHY OBPENY.

Cyp je y mpecyau Takobe mojacHMO jja BlacHUK IMjaile HeMa adup-
MaTHBHY AY>KHOCT Jia IIpefy3/iMa Mepe IpefoCTPOKHOCTH IIPOTUB IIpofiaje
dancudukara. Mako,, 0cHOB fa 3Ha“, Kao jefjaH Off YC/IOBa 3a YCIIOCTAaB/balbe
HIOCpefHe OATOBOPHOCTY, 3aXTeBa Off BIACHMKA Iujalie (MM ErOBMX are-
HaTa) fla 3Hajy OHO IITO OM pasyMHa 0C00a y MICTUM MU CINYHUM OKOJTHO-

11 Anenamyonn cyn CAIl, Hard Rock Café Licensing v. Concession Services, Inc, 955F2d
1143 (1992).

12 Jenena Repaunh Iepunmth, OgiosopHociti unitiepHeiti iocpegruxa 3a iospegy xuia, VIH-
CTUTYT 3a yIopefHo npaso, beorpap, 2020, 32-33.

13 Ibid.
14 K. M. Saunders, G. Berger-Walliser, 42.
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CTMMa CXBaTwuia, He Hamehe ce HUKakBa o6aBesa TpaKemwa U CIpedaBarba
IOBpefa.

Mebyrtum, komnanuja Hard Rock Café Tpakuna je ma cyp mpoummpu
3aIITUTyY TaKO LITO OM 3aXTeBao Of BIACHMKA IMjalle U JPYIMX oleparepa
ma Oyay caBeCHUjM YyBapy TPrOBMHCKMX MHTepeca kommanuje Hard Rock
Café. 3a oBaj 3axteB, Kkomnauuja Hard Rock Café namasuna je ynopuu-
Te y o6udajHoM TpaBy. Mmax, cyp je on6mo ma To yunan.'> IIpema ToMme, 3a
pasMaTpame eBOyILMje CY[ACKOT IIPUCTYIA CTAaHAAPAY IIOCPeHE OATOBOPHO-
CTM OBa IIpecyfa je 3Ha4ajHa jep je BbOMe ,HaMepHO 3aTBapame O4njy" usje-
JIHAYEHO Ca ,,CTBAPHMM 3HAHEM .

2. Ilpepmer Tiffany Inc. v. eBay Inc.

Jeman op Hajmo3HaTMjuX IpegMeTa U3 CyAcke mpakce CAJl yomre
jecte criop uaMmeby jysenupuune Tiffany & Co. u cajra 3a eeKTPOHCKY TPro-
BUHY eBay. Y oBOM cmopy, Cyz je BOfaTHO II0jaCHMO IPUMEHY CTaHZAappa
IIOCpeflHe OATOBOPHOCTYM HAa OHJIAjH IpPY)Kaolle ycayra (MHTepHeT IIocpe-
nHuke). OBa mpecyna ocrahe ymamhena, msmely octanor, mo Tome mro je
IbOMe YCTAHOB/bEHO /1A j€ 3a MOCPEHY OATOBOPHOCT MHTEPHET IOCPEeTHMU-
Ka IOTPeOHO [ja OH MMa BMIIE OIIITEr 3Hamba O TOMe Jja Ce KPUBOTBOPEHNU
IIPOM3BOAM IIPOJAjy Ha IErOBOM CajTy. IpyruM pednma, OH MOpa Jja 3Ha 3a
nojefiHaYHe OI7lace Ha KOjuMa ce HyJie KPMBOTBOPEHU IIPOM3BOIN.

IIITo ce meputyma criopa tide, kommanuja Tiffany & Co. je 2008. rogu-
He TIOfjHe/a Ty>KO0y IpOoTUB KoMIaHuje eBay. Y Tyx6u croju fa je komnanuja
eBay onrosopHa, n3Melhy ocrasor, 1 3a mocpefgHy nospepy sxura. Komnannja
Tiffany & Co. okapakTepucana je cajtr eBay xao OyB/by Iujaiy Ha Kojoj ce
nponajy dancudukarn.'® Hasomu ce ma je Tprosauka mrardopma eBay 6mma
M [la jecTe 3aTpIllaHa XWbajaMa KpMBOTBOPEHNX IpousBoma mapke Tiffany
¢ Co., Of KOjUX Cy MHOIM BeOMa JIOLIeT KBa/JINTETA, IMITO AVIPEKTHO JIOBO-
I¥ IO TOTa Jia je Xmu/bajie IOTpolIada, KOji BEPYjy a KYIyjy OpUIMHa/IHN
Tudanuje HakuT, 3apaBo MpeBapeHO.

Kpyunn apryment xomnanuje Tiffany & Co. 6mo je na je xoMmmaHmja
eBay Ha HeKM Ha4MH CBECHO ,,3aTBOPWIA OYM IIpef] IPOfiajoM KPMBOTBO-
pere pobe mapke Tiffany & Co., IITO MOB/IaYM IOCPEIHY OATOBOPHOCT, Kao
IITO je ycTaHOB/beHO Y npenmety Hard Rock Café Licensing v. Concession
Services, Inc. Kommanuja eBay mnobujama je oBaj apryMeHT HOKasuma O
BUILIETOANIIBYIM HAIlOpMMa Koje, Y TpaHUIlaMa CBOjUX MOryhHoCTH, ymaxe

15 J. Repaunh Iepummnh, 33.

16 Matthew Rimmer, ,,Breakfast at Tiffany’s: eBay Inc, Trade Mark Law and Counterfeiting®,
Journal of Law, Information & Science, Nr. 1/2011, 7.

17 Ibid.
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y Wby eIMMMHICaba KPUBOTBOPEHe pobe ca cBoje Tpropauke mmaTdopme.
OHa je mpepnysena Be/mKy 6poj Mepa Kako OM 0CUTIypaja ay TeHTUYHOCT IPO-
M3BOJA KOjU Cce Hyfe Ha cajTy eBay.

Oxpy>xHU cyf je 60 MMIIbea la KOMIIaHUja eBay Huje oAroBop-
Ha 3a IOCpefHy HoBpeny >kura. CBaku nyt Kazja kommnanuja Tiffany & Co.
obaBecTu eBay o onpeleHOM, KOHKPETHOM apTUKITy 3a KOjU CMaTpa Jia Huje
OpUTMHAJaH, eBay ogMax yKilama Ty ayKIMjy ca cBor cajra. Kommnanuja eBay
je, UIaK, ofbwIa ja HaJj3Mpe CBOj CajT 1 IPEeBEHTUBHO yK/Iama ayKijuje Ha-
kura Mapke Tiffany ¢ Co. mpe Hero mro nocrany focrynse japaoctu. Cyp
je 6110 MuUIIbema Ja ce KOMIIaHNUja eBay He MOXKe CMaTpaTu OTOBOPHOM 3a
HOCpelHy HOBpeAy >kura 3060r ofbujama fja Ipefy3Me TaKBe IPEBEHTUBHE
KOpake y CBET/Iy CBOje ,,0CHOBaHe IIPEeTIIOCTABKe IV, yOIILITEHOT 3Hama“ 0
TOMe Jla cé KpMBOTBOpPeHa poba mpoyaje Ha cajry eBay. Tutymap Mopa Tad-
HO 3HATM KOju Cy MPOM3BOAM KPVMBOTBOPEHM U KOjU IPOAABLY OIJIAIIaBajy
TaKBe IIPOM3BOJie IIpe HeTo LITO Ce 3aTPaXky Jja MHTepHeT IOCpefHMK eBay
npenysMe ofipeheHy aKTMBHOCT y IpaBIy YKIamama OITlaca ca TProBayke
nnarpopwme.'” Maxme, Okpy>xHU CyH je aHamM3y oBe Tpo6IeMaTIKe POKYCH-
Pao Ha KPUTEPUjyM 3HAWA — ,,OIIITE 3HaIbe Versus CenudpuaHo sHame >
Y Ha OCHOBY TOTa OfOMO Ja YCTAaHOBJ OITOBOPHOCT 3a IOCPEeIHY IOBpPeny
KUToM 3amruheHe o3Hake Ha cajry eBay.

Anenanyonnu cyn, CAJl] notspano je npecyny OKpy>KHOT cyfia y Ipef-
mery Tiffany Inc. v. eBay Inc*' y Besu ca Ty>k6eHUM 3aXTEBOM KOMIaHuUje
Tiffany & Co. xoju ce Tmde TocpegHe nospepe xwura. IlosmBajyhm ce Ha
paHujy CyACKy Hpakcy u ,Inwood® Tect, AmenmanuoHM Cyp je KOHCTaToO-
Bao Ja KoMIlaHuja eBay Huje HamepHO oMmoryhwmia mpopajy KpMBOTBOpeHe
pobe. Caku myT Kajia kommanuja Tiffany ¢ Co. joctaBu KoMmaHuju eBay
obaBenITeme 0 moBpeny (HaBojehm aykiuje y Kojuma ce Hyje Ha IPOAajy
KPVMBOTBOPEHM IIPOM3BOM), eBay Beoma 6p30 ykmama Te aykuuje. Crora ce
Tyx6a xomnanuje Tiffany & Co. cBogy Ha To ja eBay HacTap/ba fa Ipyxa
yC/IyTe y Be3) ca JpyTUM ayKIiijaMa, 3a Koje Ha OCHOBY OIILITET 3Haba O I10-
BpelaMa Ha cajTy eBay MMa OCHOBa Jja 3Ha Jja Cy TIpeBapHe.>

Anenanyonu cyn CAJl HaBoau fa je 3a ycIloCTaB/balbe IOCPeNHe Ofiro-
BOPHOCTH 3a MOBpPeAly XMIa IOTPeOHO Jja MpysKasall yClayre MMa BUIIE Of
OIIITET 3HAaH-a VI OCHOBA /la 3HA Jla CE HEroBe yC/Iyre KOPUCTe 3a IPOJajy
KpUBOTBOpeHe pobe. Vlako je KommaHuja eBay nmpusHaia ja reHepPaaHO 3HA

18 J. Repaunh Ilepuunh, 38-39.

19  OxkpyxHuu cyn Okpyra Jyxuu Ibyjopk, Tiffany Inc v. eBay Inc, 576F Supp 2d, 463 (SD
NY, 2008).

20 M. Rimmer, 9.
21  Anenanuounu cyp CAN, Tiffany (NJ) Inc v eBay Inc, 600 F 3d 93 (2" Cir N7J, 2010).
22 G. B. Dinwoodie (2014), 473.
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Ia ce KpuBOTBOpeHa poba mapke Tiffany & Co. npopaje Ha BEHOM CajTy, TO
HIje JOBOJ/baH HMBO 3Hama Ja O ce yCIOCTaBMIa OfTOBOPHOCT Ha OCHOBY
»Inwood“ Tecta. Jla 61 ce MHTepHET IMOCPENHNUK, Ka0 IITO je Y KOHKPETHOM
cy4ajy eBay, Morao cMaTpaTy OfTOBOPHMM 3a IIOBpefy >KuUrom samrnhene
O3HaKe NPOJjajoM KPMBOTBOPeHe pobe Ha COICTBEHOj TProBaykoj miardop-
M, IOTPeOHO je a ¥Ma BUIIe Off OIIITET 3Hama, Tj. ja 3Ha 3a Hogem/maqﬂe
orjlace Ha KOjuMa ce Ha IIPOfajy HyZie KpMBOTBOPEHM IIPONU3BOIM.

3. IIpeamet Rosetta Stone Ltd. v. Google Inc.

Cnepmehy mpenmer M3 cyficke Ipakce KOjU je Ha HEKM HAuVH ,,IO-
Mepuo TpaHMIe“ y Be3M ca TyMademeM CTaH[apfa IOCpelHe OfrOBOPHO-
ctu je Rosetta Stone Ltd. v. Google Inc.** Peu je o cnopy usmeby amepuu-
Ke KOMIIaHuje 3a IPOM3BOAKY copTBepa 3a yueme CTPaHMX jesuka Rosetta
Stone u xommanuje Google. Kao onrosop Ha usmeHy Google-oBe mocnoBHe
nomtuke 3a yomyry AdWords s 2009. ropmie,” xommanuja Rosetta Stone
nopHena je Ty>xO0y nporusB Google-a, HaBogehu ma je akTMBHO IOMarao
tpehoj cTpannm (ormammsavy) y foBobemy norpoiuaya y 3abnyay 1 y Herpa-
BEJIHOM IIPMCBajamy >KUToM 3aiuTuheHe o3Hake KommaHuje Rosetta Stone,
kopucrehn je xao: 1) k/byuHy ped 3a mnaheHe ornace u 2) y OKBUPY Haco-
Ba M TekcTa miahennx ormaca Ha Google-oBoj Be6 crpannuu. Komnanuja
Rosetta Stone Tyxuna je Google, nsmehy ocranor, n 360or mocpepHe noBpepe
xurom 3amrruhene o3Hake (1 To 3a 06a 06/MKa Koja II03Haje aMepIYKO TIpa-
BO: contributory trademark infringement w vicarious trademark infringement).

Ha ocHoBy ,Inwood“ tecta, ga 6u kommanuja Rosetta Stone Oumma
yCIIeIIHA Y fiefly Ty>KOe Koju ce Tude IoCpefiHe OfTOBOPHOCTH, MOpa fia JI0-
Kaxe ga Google HaMepHO HaBOAM APYrora Ha MOBpeLy XKUIOM 3amTuheHe
O3HaKe WIM HacTaB/ba JIa CHab/ieBa CBOjUM IIPOM3BOAMMA HEKOra 3a KOra 3Ha
VIV ¥IMa OCHOBA JIa 3HA JIa je YK/bydeH y pajibe MOBpefie KUToM 3auTuheHe
o3Hake. Jako je kommanuja Rosetta Stone pocraBuia cysy TabenrapHu mpu-
Kas Koji IoKasyje fa je cmama obasemnrtera Google-y y Be3u ca TMHKOBUMA
Koju ynyhyjy Ha cajToBe Ha KOjiMa ce Ha IIPOJajy HYU KpMBOTBOpeHa poba

23 Ibid.

24  OxpyxHu cyfh gpxaBe Buprmuuja, Rosetta Stone Ltd. v. Google, Inc., 730 E. Supp. 2d 531,
537 (E. D. Va. 2010).

25 Vismenom nonutuke u3 2009. roguue, Google je omoryhmo ormammsaunMa fa KOpuUCTe
tyhe »xurom samruhene o3Hake ¥ y TeKCTy OIZaca, aly caMmo 1o ofpehennm ycmosu-
Ma. OrmammBay MoXke KOPUCTUTH Tyhy xurom samruheHy 03HaKy y TEKCTy CBOT ITHH-
Ka YKOIMKO: 1) JIerajlHO IIperpofiaje Ipou3Bofie KOju Hoce XXIUTroM 3amTruheHy O3HaKYy;
2) mpopaje KOMIIOHEHTe, JeJIoBe 3a 3aMeHY VIV KOMIIATHOM/IHE IPOU3BOJE KOjU OAro-
Bapajy xuroM samruheHoj osHauy mwin 3) ob6e3bebhyje HeKOHKypeHTHe nHpopManmje y
Be3l ca poOOM MM YCTyTraMa Koje OfiroBapajy mojMy urom aurruheHe o3Haxe.
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Mapke Rosetta Stone, cyp je cMaTpao Aa OBM JOKa3) HUCY JOBOJ/BHMU fia O6u ce
YTBpAWIA IOCPEeSHA OITOBOPHOCT.

ITpunukom opnydnBama, OKPY>KHM CY[, OC/IaEba0 Ce Ha CYACKY IIPaKCy
ycraHoBpeny y npeamery Tiffany Inc. v. eBay Inc., y xoMe je cyp ombaumo
Ty>k0y Komnanuje Tiffany ¢ Co. mporus kommnanuje eBay. OkpyxHu cyq je
YTBPAMO Ja mpujeM obaBelITea O TOMe Jia Ce y OITIaCUMa KOjU Cy pe3yyTar
KOMepLujajIHe IpeTpare I0jaB/byjy IpopaBuu ¢ancudukoBaHor copTaepa
Rosetta Stone HIje IOBO/baH fla ce JIOKaXe Ja Google 3Ha WIN ¥Ma OCHOBa
la 3Ha []a Ha TMM CTpaHMIIaMa J0Jasy /10 IOBpefie KUToM 3alTnheHe o3Ha-
ke. Jlakye, ONIITe 3HaHWe HUje HOBOJBHO; TY>KEH) MOpa Ja cHabfeBa CBOjUM
IIPOM3BOAMMA WM yCIyraMa ,,MiJieHTI(NKOBaHe IojeiuHIIe” 3a Koje 3Ha WIN
¥Ma OCHOBA JIa 3Ha /Ia yYeCTBYjy Y ToBpen sxurom samruhene osnaxe.””

Mnak, Anenaunonu cyg CAJl ykunyo je npecyny OKpy>XHOT Cyza, anyu
CaMo 3aTo LITO HIDKM CYJ, OC/Iamajyhu ce Ha HMBO 3Haba YIOPEAVB Ca OHUM
y npenmery Tiffany Inc. v. eBay, Inc., Huje objacHMO Apyrauuje mpoliecHe
nonoxaje y mpeamety Rosetta Stone Ltd. v. Google Inc.”® TIpema muunbersy
Anenanmonor cyga CAJl, mocrojano je 6ap ¢akTHYKO IMTame fja In je
Google HacTaBuo ma omoryhaBa ycimyre oHuMa 3a Koje je 3Hao #a nospebyjy
xuroM samrrheny o3Haky Rosetta Stone. Vlako 0Bo MUIIUbebe MOX/A JIeTTyje
nBocMucieHo, u Anenanyonu cyg CAJl cMaTpao je fa oIuITe 3Hambe HUje Of
3Hayaja 3a yTBphUBatbe OCPEIHe OIrOBOPHOCTH. >

Ympkoc ToMme MITO ce, Ha IPBU IIOIVE], YMHU Ja je CYZ y IpefMeTy
Rosetta Stone Ltd. v. Google Inc. y IOTIIYHOCTV CIeIMO CY/ICKY IPAKCy y B3N
Ca 3aXTeBOM 3a CIelM(UYHO 3Hamwe, yCTaHOB/beHuM y npeamety Tiffany Inc.
v. eBay, Inc., caMa 4MbeHNIIA 1A je CYJ Pa3MaTpao MOTYNHOCT yCIIOCTaB/barmba
OZICOBOPHOCTM TYXEHOT 3060T TOra IITO je OMOTyhuo ,,II03HATUM Y4MHMOLIM-
Ma noBpepia 1 ¢ancudukaTopumMa“ a IOHOBO HyJie Ha IPOJiajy KPUBOTBOpe-
He IIpOM3BOfie )XMToM 3amrtuheHe o3Hake Rosetta Stone (Ha mTa je CKpeHyO
naxmny Aneranyonu cyg CAJl xafia je BpaTio IpefMeT HIDKEM CYAy Ha I0-
HOBHO pa3Marpaime), yKasyje Ha TO Jia je [JOLUIO JIO JIATAaHOT ,,J1abaB/berba‘
y IOIJIeRy 3axTeBa 3a CHELVI(UYHUM 3HaIbEeM, HEOIIXOZHOT Ja O6M ce HeKu

26 Bup. Kelley Marie Brogan, ,Rosetta Stone Ltd. v. Google Incorporated: Trademarking
Language: Google’s Adwords and the Value of Online Searching®, Law School Student
Scholarship, 2013, moctrynHo Ha aupecu: https://scholarship.shu.edu/cgi/viewcontent.cgi?
referer=https://www.google.com/&httpsredir=1&articl =1393 &context =student_scholar-
ship, 29. 7. 2020.

27  Jenena hepanuh, ,,CnenmdndHOCTM pexXyMa OATOBOPHOCTY MHTEPHET IIOCPeJHMKA 33
nospeny xxura y npaBy CAJl u EYS, Unitienexiiyanna ceojuna u unitiepreini (yp. Iyman
ITomosuh), IIpaBuu dakynrer Yuusepsurera y beorpany, Beorpan, 2018, 45.

28  Amnenanuonu cyp CAJl, Rosetta Stone Ltd. v Google Inc., 676E.3d 144 (4 Cir. 2012).
29 G. B. Dinwoodie (2014), 478.
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ormac Morao ykmouutu. Hanme, 1o Taja je cuctem obaBelnTemha 11 YKIambarmba
(enr. Notice and Takedown System) moppasyMeBao yKlamamwe 10 IPUHINIY
,TIPOM3BOJ 110 TIPOM3BOA" (MK nayKimja mo aykimja“).>

Hayuna, cTpy4Ha, a 1 miMpa jaBHOCT ca HECTPIUBEIHEM je MIIYeKuBa-
J7Ia MCXOJ, OBOT cropa. buito je MHTepecaHTHO BUAETH OJIYKY HIVDKET Cyfa y
Be3u ca MoryhHomrhy ycrocras/parma OJrOBOPHOCTY TY>KEHOT 300T TOra IITO
je omoryhno ,,[T03HaTVM y4MHUOIMMA ITOBpefa U ¢ancudukaropuma’ aa mo-
HOBO HYyJle Ha IIPOJIajy KpMBOTBOpeHe mpoussoze. [lakie, Huje 6umo peun o
TI0je/[THaYHMM OI7IacCMMa Ha KOjMa ce Hy[yl KpMBOTBOpeHa poba, Beh camo
0 ,IIO3HATUM y4MHHOLMMa HoBpena u dancudukaropuma“. Mebyrtum, no
TOTA J]a Ce HIDKMU CYJ TIOHOBO VI3jaCHNU Y Be3) ca IIOCPEJHOM OfroBOpHOIINY
komnanuje Google — Huje mourno. Haume, cTpaHe y criopy cioxue cy ce fa
CIIOp pellle BaHCY[CKMM ITIOPaBHAbEM.

IV IIpeamer 1-800 Contacts, Inc. v. Lens.com, Inc.

IIpecyna Amnenmanmonor cyma CAJl y npenmery 1-800 Contacts, Inc.
v. Lens.com, Inc.>! Haj6ome pedekTyje eBomyIujy cyacke mpakce y Tore-
Iy TyMadema YCIOBa 32 yCIOCTaB/balbe MOCPeHe OfITOBOPHOCTU. Y OBOM
IpeMeTy je TY>XWal, TUTyIap »xurom samtruhene osuake 1-800 Contacts,
nogHeo TYXOy, inter alia, 3a TOCpefHY OATOBOPHOCT 300 IOBpefe M-
roM 3amruheHe 03HaKe IPOTUB KOHKYpeHTa — KoMIaHuje Lens.com. JenHa
Ofl TOApY>XHMI]a KoMIaHMje Lens.com mnocraBwiaa je 30ymyjyhe ormace,
kopucrehy npurom s>xurom samtuheny osHaky 1-800 Contacts y OKBUPY
K/byuyHUX peun. Tyxwman, komnanuja 1-800 Contacts, nopHena je TyxOy
IpOTUB KOMIaHMje Lens.com 360T OCpeHe IOBpefe KUTroM 3amTuheHe 03-
Hake 1-800 Contacts. Y Ty0u, y3 KOjy Cy IIpUIO)KEH) CHMMIM eKpaHa (eHT.
screen shots) CIIOpHUX OI7Iaca, HAaBOAY Ce fa je Ty KeHM, KoMIlaHuja Lens.com,
3HaJla 3a IIOBPEMY KOjy YMHY IheHa NMOAPYKHUIIA, a/li je TPOIYCTUIA [ja YIu-
HU ,,pa3yMaH HAIOp KaKo 6M MPeKMHyIa IIpaKcy moapyxuuie’>> Ynnu ce,
UIIaK, Ia KOMIIaHWja Lens.com MHUILIMjaTHO HYjje 3HaIa 3a moBpeny. Mehytum,
HaKOH Jjobujama Ty>x0e, KoMIIaHuja Lens.com BuIlle HMje MOITIA fla IOPEKHe
[a ¥Ma omiuTe obaBelITebe, 1a CaMMM TUM I OIIIITe 3Hame O 30ymyjyhum
ornmacuma. Komnanuja Lens.com TBpAWIa je ja omiITe 00aBelITebe, Koje VM-
IUVIMLIMpA ¥ OIIIITe 3Hambe, He UCIYbaBa YCI0Be 33 YCIOCTaB/bambe oCpefHe
OTOBOPHOCTM Ha OCHOBY ,,[nwood” Tecta. Hanme, komnanuja Lens.com Huje

30 G. B. Dinwoodie (2017), 26.

31 Anenanuonu cyx CAJl, 1-800 Contacts, Inc. V. Lens.com, Inc., 722 F. 3d 1229 (10th Cir.
2013).

32 Ibid.
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36ymyjyhe ormace.”

Ykonuko 6u ce cTaHfapy yCIOCTaB/beH y mpepmety Inwood Laboratories
Inc. v. Ives Laboratories Inc. okaMemeHO IIpUMEBUBA0, KOMIIaHNja Lens.com
61 MMaJIa jauyu apryMeHT y copy ca kommanujoM 1-800 Contacts. Vmax, Arme-
namyonn cyp, CAJl ogbanno je oBakBy IpMMeHY NpelefieHTa. Y MUIIbEHY
KOje je TOM IIPU/IMKOM M3HEeO, IPBYU IIyT je 06jaCHMO 3aXTeB 3a CrelpUIHO
obaBelITeme Kao MOKYIIAj /ja ce MOMMpe MPUHIMIN HeOMeTamwa U pasyM-

HOCTI/I.34

O6pasyoxee 3aXTeBa Ja Ty>KEHNU 3HAa MJEHTUTET BPIINMOLA HOBpefe
JIeXU y TOMe Jla Ty>KeH! He 61 MOTao Jja 3ayCTaBy IIOBPeNY, a [a IPUTOM He
3ayCTaBM M OHE KOjU JICIIPaBHO HocCTymajy. MehyTtum, Hamehe ce murame:
IITa aKO TY>KEHNU He MOpa fla 3Ha UICHTUTET OHOr'a KO YMHM MOBpefy Aa O6u
HOBpeNly NMPEKMHYO, a [ja Taj MPeKN]] HeMa HMKAKBOT yTHIlaja Ha OHe KOju ce
3aKOHUTO MOHaIajy? VI3 npecyne y npegmeruma Tiffany Inc. v. eBay, Inc. n
Rosetta Stone Ltd. v. Google Inc. He Ipousnasu 3ak/pydak jga 6u cyn tpeba-
JI0 Jla 3aXTeBa 3Hame 0 ofpeheHOM HMpecTYIHUKY fa O YTBPAMO IOCPETHY
OJTOBOPHOCT Y TaKBOj CI/ITyaI_U/IjI/I.35 C jenHe cTpaHe, 3aXTeB 3a CrelNPIIHO
3Hame U3 ,[nwood“ TecTa MOCTOjU 3aTO Ha O 3AIUTUTMO IIpaBa OHUX KOjU
He BpIlle IOBpPefie, Y CMUCTY fla HACTaBe Ca 3aKOHUTUM KopyurhemeM SKUrom
samTrheHe 03HaKe, Kao 1 IIpaBa IOCPENHNKA a IM Y TOMe IIOMOTHY. YIIpa-
BO Ce y TOME U OI7Iefla IPMMeHa IPMHIMIIA HeoMeTamba. C Ipyre cTpaHe, Nak,
YKOJIMKO IIOCPeHMK MOXe Jja IIPeKIHe IITeTHO MTOHalllalbe 6e3 HapyllaBamba
3aKoHNTe yrorpebe, OH/ja IPUHINII pa3yMHOCTH Cyrepuile fja 6u 1mocpesn-
HIK TO Tpebaso #a ypaan.

Y npenmery 1-800 Contacts, Inc. v. Lens.com, Inc. ynmeHuIe ykasyjy
Ia je koMmnaHuja Lens.com Mornma fja cupeun Tekyhe moBpesie, M To BeoMa
jeHOCTAaBHO — CrTameM MMejna Mpexu Toppyskuuia.”’ Mebytnum, ona To
Huje yuuHmia. Crora je Anemanmonu cyn CAJl mpecynuo fia je TOKOM Iie-
proza nsmehy nogHomema Tyx6e 1 Moryhe KOpeKTUBHe aKIuje KOMIIaHuja
Lens.com 3Hana Ja HajMame jefHa Of BEHUX MOAPY>KHMIA 06jaB/byje ormac
KOjU Kao jefHY Off KJbYYHUX pedn KOPUCTY Xurom samruheny osHaky 1-800

33 Stacey L. Dogan, ,Principled Standards vs. Boundless Discretion: A Tale of Two
Approaches to Intermediary Trademark Liability Online®, Columbia Journal of Law ¢ the
Arts, Vol. 37, Nr. 4/2014, 517.

34  Ibid.
35 Anenanuonu cyn CAJl, 1-800 Contacts, Inc. v. Lens.com, Inc., 722 E 3d 1229 (10th Cir.
2013).

36 S.L.Dogan, 517.

37  Anenanuonu cyn CAJl, 1-800 Contacts, Inc. v. Lens.com, Inc., 722 E 3d 1229 (10th Cir.
2013).
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Contacts, a unax Huje IpeAysena pasyMHe Mepe Jia OfjMaX 3ayCTaBM OBY
npakcy.”®

Hakne, Anenanonu cys CAJl nmpornacuo je kommanujy Lens.com 1o-
CPeIHO OATOBOPHOM 3a HOBpepny >xuroM 3amruhene osnake 1-800 Contacts.
OBa mpecyna jacHo ykasyje Ja ce amMepuyka Cy[CKa IpaKca IPUKIOHM/IA
bnekcubuIHMjeM TyMadery CTaHAap/ia OCPeHe OTOBOPHOCTM Y KOHTEK-
CTY U3MEmEHNX OKOTTHOCTH Y JUTUTATHOM OKPYKEHY.

V 3ak/byyHu ocBpT

Y NpOTeK/NNX HEKONMKO JelieHMja, aMePUYKN CY[OBM CyoduaBajy ce
ca Ty)xb6ama 3a mocpenHy onrosoproct. Kox oBor tuma Tysx6e, CyIITHHCKO
NUTabe je oa i 6M ImocpeqHMK Tpebaso a ce Cyouy ca OfroBopHouhy 3a
IOTpeIHO IoHalame Tpehe cTpaHe, KOPUCHMKA HeroBux ycyra? Cymcka
IpaKca je y OBOM CIIy4ajy HacTojajla Ja IIOMMPM JiBa CYIIPOTCTaB/beHa VIH-
Tepeca: C jefHe CTpaHe, OYyBame JIeIUTYMHOT Kopuinhema TeXHOJIOIMja Koje
He [I0fjpasyMeBa IIOBPefe, a C IpyTe CTpaHe — CMamerbe Opoja mospena. Vako
HJije YCIIOCTaB/beH JOKTPMHAPHU KOHCEH3YC, aMePUYKI CYZOBMU CY TEXIIN
¥ TeXe Ka TOMe J1a YCTaHOBe OKBMP KOjU 4MHe TPY CTaHAApAa: CrennduaHo
3Hatbe, pasyMaH OfiroBOp 1 HaBobeme.”

YKOMUKO ce MpefMeTy aHa/IM3VPaHN Y OBOM pajy IOCMATpajy CKyIa,
YMHY Ce JIa YKasyjy Ha TO Jja IIOCpefiHa IIOBpefa MpeficTaB/ba GIeKCUONIHY
IOKTPMHY HaMeHeHY IPOMOBMCAlbY CYLITHHCKIX IIPYHIVIIA CEKYHIapHe OfI-
rosopHocTu. C jeHe cTpaHe, OBa JOKTPMHA OCUTYpaBa fla OHM KOjU Cy KpH-
BU OyAy M OATOBOPHYU 3a TO, IOK C IpyTe CTPaHe, Kajia je ped 0 OHMMA YMju
aKTV TeHepUIy PU3UK Off TIOBPefa, /iy CaMy He Bplile IOBpeRyY, IIoApasyMe-
Ba KOHTEKCTYa/IHU IPUCTYI KaKo O ce Ha OCHOBY Hera yTBPAWIO LITa CY
3HaJIM U IITa Cy MOIVIA fia YYVHE Ca CBOjUM 3HameM.” Y CKIajy ca IpUHIM-
[IOM HeoMeTama, Ha OCHOBY HOKTPMHE OfTOBOPHOCT je OOMYHO OrpaHMIeHa
Ha OHe KOjy 3Hajy 3a creunduuHe aKTe MOBpefie ¥ IPOIYIITAjy Aa KOPUCTE
pacnionoxxuso opybe fga To mpekuny. Vmak, KOHIENT T3B. ,,OOPOBO/BHOT
3aTBapama o4njy (ycraHoBsbeH jomr y mpeamery Hard Rock Café Licensing
v. Concession Services, Inc.), 3ajeffHO ca aHa/NIN30M ,Pa3yMHOT OATOBOpa“ U3
npeameTa 1-800 Contacts, Inc. v. Lens.com, Inc., cyrepullie fja 4ak ¥ OHU KOjU
MMajy caMoO OIIIITe 3Hake O MOBPEAV He CMejy IOCTIOBabe KOHIMUIMPATH
TAaKo Ja U30erHy casHame 0 MOBPeAY, 1 Y 00aBesy Cy Aa [enyjy OATOBOPHO Y
IpeKVY MO3HATHX, CIeIM(PUIHNX TOBpeNia.

38  Ibid.
39 S.L. Dogan, 502.
40 Ibid.

41 J. Repaunuh Iepuumh (2020), 77.
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HAYYHN PAJOBU IIpaBo u mpuspena

[Ipema TOMe, CTaHJAPH MOCPENHE OATOBOPHOCTH, YCTAHOB/bEH jOLI Y
npenmety Inwood Laboratories Inc. v. Ives Laboratories Inc, ynoTIymeH JOK-
TPUHOM ,,JOOPOBO/BHOT 3aTBapama O4Mjy* Ipy>ka ofMepeH, 136aTaHCupaH 1
HOPMATHBHO yTeMe/beH MPUCTYII OCpeaHoj ogroBoproctn.*? Cacsum je us-
BecHO fia he n yoynyhe amepnuka cymcka mpakca IpuanKoM pasMarparba Of-
TOBOPHOCTH OHJIAjH Ipy)Kajalla yCayra HaCTABUTU CBOjUM TyMademNMa Ja
MoanduKyje CTaHAapA IOCPeSHe OATOBOPHOCTM, MOKyIIaBajyhu ma mpuia-
TOZIM YCTIOBe 32 YCIIOCTaB/batbe MOCPefHe OATOBOPHOCTY YOP3aHOM pasBojy
IUTUTAJIHE TEXHOMOTH]e.
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EVOLUTION OF CASE LAW REGARDING THE
INTERPRETATION OF THE SECONDARY
LIABILITY STANDARD IN U.S. TRADEMARK LAW

Summary

Secondary liability, according to the general rules on liability, is based on
the issue of conscientiousness, in other words whether the intermediary knew or
should have known that the right was infringed through his service. In U.S. law,
the secondary liability standard is a result of case law. This paper presents the
evolution of case law regarding the interpretation of secondary liability stand-
ard in U.S. trademark law. This standard was announced by the U.S. Supreme
Court in Inwood Laboratories Inc. v. Ives Laboratories Inc. regarding the li-
ability of manufacturers and distributors. In the decades that followed, the U.S.
Courts, with their creative interpretations, extended the scope of application of
this standard, first to intermediary market operators, and later to online service
providers (internet intermediaries). Also, the development of digital technology
has influenced the case law to adapt the secondary liability standard for trade-
mark infringement to the new circumstances in the digital environment. The
most significant cases in this context are Hard Rock Café Licensing v. Conces-
sion Services, Inc., Tiffany Inc. v. eBay Inc. and Rosetta Stone Ltd. v. Google
Inc. Finally, 1-800 Contacts, Inc. v. Lens.com, Inc. demonstrates a slight turn
of the U.S. Courts’ practices towards a more flexible interpretation of secondary
liability standard to online service providers.

Key words: Secondary Liability Standard. — Case Law. — US Law. — Trade-
mark Infringement. — Online Service Provider.
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